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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is eligible 
for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) has 
been timely paid, the finality of the previous Office action has been withdrawn pursuant to 37 
CFR 1.114. Applicant's submission filed on 1 1 October 2007 has been entered. 

Examiner's Note to Applicant 

2. Claim 22 begins with the phrase, "A tool suitable for being releasably locked in a rotary 
hammer having a beatpiece capable of reciprocating between a rearward most position and a 
forwardmost position Claim 22 ends with the phrase ".... said tool holder and movable 
radially between an unlock position and a lock position to releasably lock the tool in the tool 
holder" which clearly sets forth a relationship between the "tool" and the "locking body" and 
"beatpiece" of the tool holder through the relative positions of the "tool" with respect to the 
"locking body" and "beatpiece" of the tool holder. Therefore, claim 22 will be treated as if it is a 
combination of a tool and a tool holder, not just a tool. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1,2 and 22-24 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Rumpp et al. '444. Rumpp et al. '444 shows in Figures 1 and 3 a rotary hammer comprising a 
beatpiece/percussion mass (2) reciprocatable between a rearwardmost position (to the far right 
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as viewed in Figs 1 and 3) and a forwardmost position (to the far left as viewed in Figs 1 and 3), 
a tool holder (3) including a locking body (5,6) having a first axial length, and a tool lockable in 
the tool holder. Rumpp et al. '444 shows the tool having forward and rearward ends, a tip 
located at the forward or cutting end, and a shank portion (1) having closed end grooves (1a) 
positioned radially opposite one another (Fig. 1) for engagement by the locking body for 
permitting limited axial movement of the tool (Fig. 1) between a frontmost position (defined by 
stop 3g) in the tool holder and a backmost position (defined by stop 7b) in the tool holder. 
Rumpp et al. '444 shows wherein the forward end of the closed groove is located with respect to 
the rearward end of the tool, so that when the tool is located in the backmost position, the 
rearward end of the tool is maintained forwardly of a forwardmost position of the beatpiece (gap 
shown between tool shank (1) and beatpiece (2) in Figure 3). Rumpp et al. '444 shows in Figure 
1 a second axial length of the closed groove being greater than the axial dimension of the 
locking body for permitting a limited range of axial movement of the tool when locked in said tool 
holder (col. 4, lines 27-37). 

Furthermore, this "'forwardmost" condition of the beatpiece is always maintained when 
the sliding sleeve is moved axially forward (to the left) and cam (7a), as shown in Figure 2, is 
engaged in the circumferential slot (3f) of slot (3d) to retain sliding sleeve (7) in this non- 
percussion drilling position (col. 5, lines 12-38). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the invention was made to 
a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 
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6. Claims 3 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Rumpp 
et al. '444 in view of Wanner et al. '949. Rumpp et al. '444 does not show an axially extending 
drive groove extending to and open at the rearward end of the tool where the forward ends of 
the drive groove and closed end grooves are equidistant from the rearward end of the tool. 

Wanner et al. '949 shows in Figure 1 the axially extending drive groove (9) and the 
closed end grooves (7) located equidistant from the rearward end of the tool. In view of this 
teaching of Wanner et al. '949, it is considered to have been obvious to modify the tool shank of 
Rumpp et al. '444 to include the axially extending drive grooves located equidistant from the 
rearward end of the tool with that of the closed end grooves for the purpose of providing efficient 
torque transmission from the holder to the shank. 

7. Claims 4 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Rumpp 
et al. '444 in view of Peetz '232. Rumpp et al. '444 does not show the tool shank having a non- 
circular cross-section or a hexagonal cross section. 

Peetz '232 shows in Figure 2b a hexagonal profile (6) tool shank. In view of this teaching 
of Peetz '232, it is considered to have been obvious to modify the tool shank of Rumpp et al. 
'444 to include a hexagonal profile for the purpose of providing torque transmission from the 
holder to the shank. 

8. Claims 6 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Rumpp 
et al. '444 in view of Anjanappa et al. '940. Rumpp et al. '444 does not specifically reference the 
cutting material being of "ceramic" or an arrow shaped carbide tip fixed in a transverse notch 
formed at the forward end of the tool. 

Anjanappa et al. '940 shows in Figures 23-27 an arrow shaped carbide tip (18) fixed in a 
transverse notch (col. 1, lines 58-62) formed at the forward end of the tool, a rotary operation 
mode in Figures 23 and 25 and a hammer/chisel operation mode in Figures 24 and 26 suitable 
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for cutting ceramic materials (col. 8, lines 36-54). In view of this teaching of Anjanappa et al. 
'940, it would have been obvious to one of ordinary skill in the art to modify the tool of Rumpp et 
al. '444 with a carbide tool capable of cutting ceramic materials taught by Anjanappa et al. '940 
to enhance the versatility of the rotary hammer tool thus limiting the number of required tool 
apparatus to perform work at a particular work site. 

9. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Rumpp et al. 
'444 in view of Wienhold '202. Rumpp et al. '444 does not describe the tool as being a driving 
tool. 

Wienhold '202 describes the tool being capable of being used as a driving tool (column 
2, lines 49-50). In view of this teaching of Wienhold '202, it is considered to have been obvious 
to include this alternate use to that of Rumpp et al. '444 for the purpose of increasing the 
functionality of the tool. 

10. Claims 10-13 and 25 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Rumpp et al. '444 in view of Hunger et al. '651. Rumpp et al. '444 does not specifically 
reference the distance between the forward end of the closed groove and the rearward end of 
the tool being between 14mm and 20mm. 

Hunger et al. '651 shows in Figures 1 and 2 a tool (1) having a shank portion at least 
partially non-circular in cross section (resulting from grooves 4), a closed first groove (5,6,7), 
and a distance between the forward end (7) of the closed groove (5) and the rearward end (3) of 
the tool being proportionate to the diameter of the shank (col. 4, lines 17-29 and col. 6, lines 48- 
58). In view of this teaching of Hunger et al. '651, it would have been obvious to one of ordinary 
skill in the art to modify the dimensional specifications of the tool shank (1) of Rumpp et al. '444 
to included a dimensional distance between 14mm and 20mm as taught by Hunger et al. '651 
since it is considered to have been obvious to choose any desired dimensional relationship 
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between the forward end of the closed groove and the rearward end of the tool with respect to 
the tool shank diameter and/or the tool holder. 

11. Claims 14-16,19 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Rumpp et al. '444 in view of Hunger et al. '651, further in view of Obermeier et al. '682. Rumpp 
et al. '444 in view of Hunger et al. '651 lack an axially extending drive groove extending to and 
open at the rearward end of the tool and the tool shank being at least partially hexagonal in 
cross section. 

Obermeier et al. '682 shows in Figure 4 an extending driving groove (11) defined by the 
shank (10), being at least partially hexagonal in cross sectional, and extending to an open at the 
rearward end of the tool and the tool shank being. In view of this teaching of Obermeier et al. 
'682, it would have been obvious to one of ordinary skill in the art to modify the tool of Rumpp et 
al. '444 in view of Hunger et al. '651 to included an axially extending driving groove as taught by 
Obermeier et al. '682 for the purpose of providing efficient torque transmission from the holder 
to the shank. 

12. Claims 17 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Rumpp et al. '444 in view of Hunger et al. '651, further in view of Anjanappa et al. '940. Rumpp 
et al. '444 in view of Hunger et al. '651 does not specifically reference the cutting material being 
of "ceramic" or an arrow shaped carbide tip fixed in a transverse notch formed at the forward 
end of the tool. 

Anjanappa et al. '940 shows in Figures 23-27 an arrow shaped carbide tip (18) fixed in a 
transverse notch (col. 1, lines 58-62) formed at the forward end of the tool, a rotary operation 
mode in Figures 23 and 25 and a hammer/chisel operation mode in Figures 24 and 26 suitable 
for cutting ceramic materials (col. 8, lines 36-54). In view of this teaching of Anjanappa et al. 
'940, it would have been obvious to one of ordinary skill in the art to modify the tool of Rumpp et 
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al. '444 in view of Hunger et al. '651 with a carbide tool capable of cutting ceramic materials 
taught by Anjanappa et al. '940 to enhance the versatility of the rotary hammer tool thus limiting 
the number of required tool apparatus to perform work at a particular work site. 

13. Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over Rumpp et al. 
'444 in view of Obermeier et al. '682, further in view of Anjanappa et al. '940. Rumpp et al. '444 
in view of Obermeier et al. '682 does not specifically reference the cutting material being of 
"ceramic" or an arrow shaped carbide tip fixed in a transverse notch formed at the forward end 
of the tool. Anjanappa et al. '940 shows in Figures 23-27 an arrow shaped carbide tip (18) fixed 
in a transverse notch (col. 1, lines 58-62) formed at the forward end of the tool, a rotary 
operation mode in Figures 23 and 25 and a hammer/chisel operation mode in Figures 24 and 26 
suitable for cutting ceramic materials (col. 8, lines 36-54). In view of this teaching of Anjanappa 
et al. '940, it would have been obvious to one of ordinary skill in the art to modify the tool of 
Rumpp et al. '444 in view of Obermeier et al. '682 with a carbide tool capable of cutting ceramic 
materials as taught by Anjanappa et al. '940 to enhance the versatility of the rotary hammer tool 
thus limiting the number of required tool apparatus to perform work at a particular work site. 

Response to Arguments 

14. Applicant's arguments filed on 11 October 2007 have been fully considered but they are 
not persuasive. 

15. Examiner agrees with Applicant's assertion that independent claim 1 recites "two 
possible positions" for the tool to be located within the tool holder. Furthermore, Examiner 
agrees with Applicant's assertion that the Rumpp '444 reference teaches both of these "two 
possible positions" through a mode selection feature (Fig. 2) of the tool holder for performing 
respective operations as shown in Fig. 1 (percussion mode) and Fig. 3 (rotary mode). However, 
no positive limitations are recited in independent claim 1 that requires the "two possible 
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positions" for the tool to be located within the tool holder to be achieved at the same time or 
independent of the mode of operation, nor are the "frontmost position" and "backmost position" 
of the tool within the tool holder positively claimed within independent claim 1 . Therefore, the 
Rumpp '444 reference teaches each and every claim limitation recited in claim 1 regardless of 
the fact the "frontmost position" and "backmost position" of the tool is dependent upon the mode 
of operation selected on the tool holder. Clearly Rumpp et al. '444 shows in Fig. 1 the tool (1) 
having an enclosed groove (1a) with a larger axial dimension than the locking body (5,6), thus 
the construction of the tool "permits limited axial movement". And clearly Rumpp et al. '444 
shows in Fig. 3 the tool (1) is located in the backmost position (defined by mode of operation 
shown in Fig. 3) in the tool holder, the rearward end of the tool is maintained forwardly of the 
forwardmost position of the beatpiece (gap shown between tool shank (1) and beatpiece (2) in 
Figure 3). 

16. In response to applicant's argument that the references fail to show the specific 
dimension of the forward end of the closed groove to the rearward end of the tool is between 
14mm and 20mm, it would have been held to be within the general skill of a worker in the art to 
select a particular tool holder/beatpiece and tool geometry on the basis of its suitability for the 
intended use as a matter of obvious design choice. Furthermore, Examiner is not questioning 
the importance of the tool dimensions, but rather the lack of criticalitv or unexpected results as 
to the specific values chosen by the Applicant, in lieu of any other values . The choose values 
are most certainly going to depend on the particular tool holder/beatpiece selected by one of 
ordinary skill in the art so as to generate the desired result from the combination of the tool with 
the tool holder/beatpiece assembly. Hunger et al. '651 clearly shows in Figures 1 and 2 a tool 
(1) having a shank portion with a closed first groove (5,6,7) and a distance between the forward 
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end (7) of the closed groove (5) and the rearward end (3) of the tool being proportionate to the 
diameter of the shank (col. 4, lines 17-29 and col. 6, lines 48-58) . 

Conclusion 

17. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

18. Any inquiry concerning the content of this communication from the examiner should be 
directed to Michael W. Talbot, whose telephone number is 571-272-4481. The examiner's 
office hours are typically 8:30am until 5:00pm, Monday through Friday. The examiner's 
supervisor, Mrs. Monica S. Carter, may be reached at 571-272-4475. 

In order to reduce pendency and avoid potential delays, group 3720 is encouraging 
FAXing of responses to Office Actions directly into the Group at FAX number 571-273-8300. 
This practice may be used for filling papers not requiring a fee. It may also be used for filing 
papers, which require a fee, by applicants who authorize charges to a USPTO deposit account. 
Please identify Examiner Michael W. Talbot of Art Unit 3722 at the top of your cover sheet. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




MWT 
Examiner 

30 November 2007 




